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REMARKS 

This Amendment is filed in response to the Office Action dated December 20, 
2005 along with a one (1) month extension of time and a Request for Continued 
Examination ("RCE"). 

Summary of Examiner's Interview: 

There was a telephonic interview with Examiner Neutrauter and Applicant's 
Attorney on March 20, 2006. Applicant proposed that the term "commercial value" be 
replaced with the term "monetary worth." This monetary worth is updated to reflect 
the ". . . added monetary worth of the electronic data in the data packet associated with 
the action of forwarding the data packet." Examiner Neutrauter seemed positive with 
the amendment of this term, however, recommended the filing of a Request for 
Continued Examination ("RCE") since this amendment does more than just cancelling 
claims or attending to formalities. Therefore, the Examiner believed that the proposed 
amendment that amended the term "commercial value" would not be appropriate for a 
response after a final rejection and may require an additional search. Examiner 
Neutrauter also indicated that the Farley Article dated 2001 and the "General Packet 
Radio Service" Article may be pertinent. As provided below directly from the United 
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States Patent Office's website in Public PAIR, the priority date for this patent 
application is June 22, 1999. 



Foreign Priority 


Country 


Priority 


Priority 
Date 




PCT/GB00/02413 


06-21-2000 


UNITED 
KINGDOM 


9914418.0 


06-22-1999 



Therefore, these two publications were published after the priority date of the 
present patent application and cannot be considered prior art. A formal interview 
summary is enclosed in the Appendix. 



Rejections Under 35 U.S.C. Section 103(a): 

Claims 1 and 8 were rejected under 35 U.S.C. Section 103 as being unpatentable 
over Naik. Claims 1 and 8 are amended to recite a "... data packet sent from the server 
to have associated with it a data field containing a value which represents a monetary 
worth of the electronic data in the data packet, ..." and "... to update the value 
contained in the data field to reflect the added monetary worth of the electronic 
data in the data packet associated with the action of forwarding the data packet." 

Support for this amendment can be found in Paragraph [0043], Lines 2-3 of 
Applicant's Published Patent Application as: "This piece of information and the service 
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of providing it both have some inherent worth and this worth can be enumerated and 
written in the value field of the packet". Moreover, Paragraph [0050], Lines 8-15 of 
Applicant's Published Patent Application recites: "There is a potential problem here, 
unless the exchange value of an NCU is pegged to some hard currency. Otherwise, it 
will float erratically as the number of NCU's per network transaction can vary inversely 
with the exchange rate to hard currency, without changing the actual monetary worth 
of the network transaction." Also, Applicant's Published Patent Application recites in 
Paragraph [0024], Lines 1-8 as: "Preferably the electronic data is transmitted in the 
form of packets. Preferably the part of the network has an associated data processor 
which reads the value in the data field associated with an incoming data packet 
received by the part of the network, calculates a new value based on the read value and 
the cost of forwarding the data packet, and forwards the data packet with the new value 
in the associated data field." Therefore, no new matter has been added. 

Naik is a general purpose reference document on standards and protocols dating 
from around 1998. Naik makes a number of references to the IETF's (Internet 
Engineering Task Force) RFC (Request For Comments) Documents (Page 37, First 
Paragraph, Page 40, First Paragraph) when further or complete details are required. In 
fact, Naik is simply an explanation of many of the protocols implemented by the RFC 
documents. 
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The "Time to Live" (TTL) field is a "hop count" that decrements downward 
based on the number of nodes visited by a data packet so that "... a packet is discarded 
when the counter hits zero" (Naik, Page 39, Lines 1-3). This is the exact opposite of an 
added monetary worth that increases with the forwarding of the data packet. A prior 
art reference must be considered in its entirety, i.e., as a whole, including portions that 
would lead away from the claimed invention. W.L. Gore & Associates. Inc. v. Garlock, 
Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 
(1984). In this case, the "TTL" field disclosed in Naik completely discredits and 
discourages the Applicant's Invention by going in the opposite direction and decreasing 
the value of the data field in the header rather than providing a value in the header for 
added monetary worth. In re Fulton, 391 F.3d 1195, 1201, 73USPQ2d 1141, 1146 
(Fed. Cir. 2004). 

Obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explicitly or implicitly in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
"The test for an implicit showing is what the combined teachings, knowledge of one of 
ordinary skill in the art, and the nature of the problem to be solved as a whole would 
have suggested to those of ordinary skill in the art." In re Kotzab, 217 F.3d 1365, 
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1370, 55 U.S.P.Q.2d 1313, 1317 (Fed. Or. 2000); In re Fine, 837 F.2d 1071, 5 
U.S.P.Q.2d 1596 (Fed. Cir. 1988); and In re Tones, 958 F.2d 347, 21 U.S.P.Q.2d 1941 
(Fed. Cir. 1992). In this case, the use of a decreasing "hop count" to dispose of old data 
packets disclosed in Naik would not render the Applicant's Invention obvious where 
the monetary worth of the electronic data in the data packet is in a data field with 
the provision of an added monetary worth of the electronic data in the data packet 
associated with the action of forwarding the data packet. 

Therefore, it is respectfully believed that the term "monetary worth" is definite 
and defined and the added monetary worth with the forwarding of the data packet 
provides a functional relationship to the remainder of the claim in both Claims 1 and 
8, which is respectfully believed to fully address the comments made by the Examiner 
in the Office Action. 

As previously stated in the Interview Summary, the priority date of the present 
patent application is June 22, 1999. This predates the "General Packet Radio Service" 
reference as well as the Farley Article. It is respectfully believed that the Article "RFC 
1598" does not appear to provide any hint or suggestion regarding data packet charging. 

Although Naik suggests that a data field may be used for containing any data, it 
does not disclose the use of a data field for measuring the monetary worth of the 
electronic data in the data packet. Moreover, it does not disclose the feature, now 
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introduced into Claims 1 and 8, in which, as the data packet is transferred across the 
computer network, the monetary worth data field is updated to reflect the value added 
by the forwarding of the data. In other words, at each step in the process, the enhanced 
monetary worth of the data is determined. Hence, the monetary worth, which can 
include both the cost of providing the information and the cost of transporting the 
information can both be enumerated and accrued in the same data field. 

It is well established in U.S. Patent Law as well as the Manual for Patent 
Examining Procedure (M.P.E.P.) Section 2143.03 that to establish prima facie 
obviousness of a claimed invention, all the claim limitations must be taught or 
suggested by the prior art. In re Rovka. 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.PA. 
1974). "All words in a claim must be considered in judging the patentability of that 
claim against the prior art." In re Wilson. 424 F.2d 1382, 1385, 165 U.S.P.Q. 494, 
496 (C.C.P.A. 1970). In this case, the use of a data field which represents a 
monetary worth of the electronic data in the data packet and is updated to reflect a 
corresponding added monetary worth of the electronic data in the data packet 
associated with the action of forwarding the data packet is not disclosed in Naik or 
any other cited prior art. 

The mere fact that references can be combined or modified does not render the 
resultant combination obvious unless the prior art also suggests the deshability of the 
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combination. In re Mills, 916 F.2d 680, 16U.S.P.Q.2d 1430 (Fed. Or. 1990). In this 
situation, there is absolutely no suggestion regarding the utilization of a monetary 
worth in a data field that is augmented and updated with the forwarding of the data 
packet with a reference to a "hop count" that decrements to zero shown in Naik. 

Therefore, it is respectfully believed that Claims 1 and 8 overcome the rejection 
under 35 U.S.C. Section 103 and are patentable over Naik and are in condition for 
allowance. 

Claims 3-6 and Claims 9 and 12-15 are also rejected under 35 U.S.C. Section 
103 over Naik. Claims 2, 10, and 1 1 were previously cancelled and it is respectfully 
believed that this rejection with regard to these Claims is rendered moot. Claims 3-6 
and Claims 12-15 depend from Claim 1 and Claim 9 depends from Claim 8. If an 
independent claim is nonobvious under 35 U.S.C. Section 103, then any claim 
depending therefrom is nonobvious. In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 
(Fed. Cir. 1988). Therefore, Claims 3-6 and Claims 9 and 12-15 overcome the 
rejection under 35 U.S.C. Section 103 and are in condition for allowance. 

Claim 7 was rejected under 35 U.S.C. Section 103 as being unpatentable over 
Naik and further in view of Saari et al. (U.S. Patent No. 6,338,046). Since Claim 7 
depends from Claim 1, as amended, and contains each and every hmitation thereof. If 
an independent claim is nonobvious under 35 U.S.C. Section 103, then any claim 
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depending therefrom is nonobvious. In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 
(Fed. Cir. 1988). Also, it is respectfully believed to be axiomatic, that a feature not 
disclosed in either of two cited references cannot come into being by their combination. 
In this case, the use of a data field which represents a monetary worth of the electronic 
data in the data packet and is updated to reflect a corresponding added monetary worth 
of the electronic data in the data packet associated with the action of forwarding the 
data packet is not disclosed in either Naik or Saari et al. For example, Saari et al. 
discloses in Column 2, Lines 1-19: "The present invention is directed to a system and 
method for charging for usage of network service connections. The network includes a 
number of nodes which facilitate the transfer of information from a source location to a 
destination location. At the time a connection is established with a node, a billing 
message or cell is transmitted to the node over the connection. The billing cell 
contains billing and connection information which is copied by the node and used to 
produce billing information. Information cells are transmitted over the same 
connection subsequent to the transmission of the billing cell. A terminate billing 
cell or conventional means may be used to drop the connection when the connection is 
no longer needed. The node computes the cost of using the connection based on the 
billing and connection information copied from the billing cell. The connection usage 
computation may also take into account other factors, such as the connection time and 
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the amount of data transferred over the connection." Therefore, there is a separate 
transmission of billing and information and Saari et al. does not disclose the provision 
of monetary worth in the data packet itself nor the augmentation in monetary worth 
but the generation of a separate electronic transaction regarding billing and a separate 
electronic transaction regarding information. 

Therefore, it is respectfully believed that Claim 7 overcomes the rejection under 
35 U.S.C. Section 103 and is patentable over Naik in view of Saari et al. and is in 
condition for allowance. 

Therefore, Applicant respectfully requests favorable consideration and allowance 
of this patent application, as currently amended. If a telephone interview would 
facilitate this matter, the Examiner is invited to contact the undersigned. 



Respectfully submitted, 



Thompson Coburn LLP 




Kevin M. Kercher, Reg. No. 33,408 
One US Bank Plaza 



St. Louis, MO 63101-1693 
Telephone: (314) 552-6345 
Facsimile: (314) 552-7345 
Attorney for Applicant 



Dated: April 18, 2006 
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